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DETAILED ACTION 

Acknowledgment is made of the receipt and entry of tlie amendment filed by 
Applicant on August 18, 2006. Further acknowledgment is made of Applicant's 
cancellation of Claims 4 and 8. 

The text of those sections of Title 35, U.S. Code not included in this action n can 
be found in a prior Office action. 

Election/Restrictions 

This application contains claims 1 1-20 drawn to an invention nonelected with 
traverse in Paper No. on March 8, 2006. A complete reply to the final rejection must 
include cancellation of nonelected claims or other appropriate action (37 CFR 1 .144) 
SeeMPEP§821.01. 

Claims 1-3, 5-7, 9 and 10 are under examination. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-3. 5-7, 9 and 10 are rejected under 35 U.S.C. 112, second paragraph, 

as being indefinite for failing to particularly point out and distinctly claim the subject 

matter which applicant regards as the invention. Newly applied as necessitated by 

amendment. 
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The metes and bounds of Claim 1, as amended, are rendered uncertain by the 
recitation of the claim in its entirety. For instance, while the preamble of Claim 1 recites 
"A process for isolating theanine from a plant material", the subject matter of claim 
designated process step c) is directed to obtaining a "theanine-rich extract", which could 
invariably contain ingredients other than theanine. The lack of clarity renders the claim 
indefinite since it is unclear as to what is the subject matter to which Applicant seeks 
patent protection, i.e., a method for isolating theanine from a plant material or a method 
of isolating a theanine-rich extract from a plant material. 

The metes and bounds of Claim 5 are rendered vague and indefinite by the 
recitation of the claim in its entirety because the subject matter of b) is directed to 
contacting the extract comprising theanine with a polyamide adsorbent to obtain a 
theanine-containing eluate. However, the subject matter of Claim 5 encompasses each 
of the claim designated process of iii) does obtains a theanine-containing extract, 
instead of a theanine-containing eluate. Therefore, it is unclear as to the subject matter 
Applicant intends to seek patent protection. As Claim 6 and Claim 7 depend directly 
from Claim 5, Claims 6 and 7 are similarly rejected. 

All other cited claims depend directly or indirectly from rejected claims and are, 
therefore, also, rejected under U.S.C. 1 12, second paragraph for the reasons set forth 
above. 
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Claim Rejections - 35 USC § 103 

Claims 1-3, 9 and 10, as amended, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kubota et al. (U) in view of Ford (A), Zhongyu et al. (V) and 
Ekanayake et al. (BB, US 5,879,733). Newly applied as necessitated by amendment. 

Applicant's claims a process for isolating theanine from a plant material 
comprising: a) contacting the plant material with a solvent to obtain an extract 
comprising theanine; b) contacting the extract comprising theanine with a polyamjde 
adsorbent to obtain a theanine-containing eluate; and c) subjecting the theanine- 
containing eluate to a nanofiltration step to obtain a theanine-rich extract. Applicant 
further claims the process of claim 1 wherein the plant material comprises tea leaves. 
Applicant further claims the process of claim 2 wherein the solvent is selected from the 
group consisting of water, ethanol, and mixtures thereof. Applicant further claims the 
process of claim 1 , wherein the step b) is performed using column extraction. Applicant 
further claims the process of claim 9, wherein the theanine-rich extract of step c) is 
further concentrated. 

Kubota teaches a process for isolating theanine from green tea leaves 
comprising contacting the plant material with water, on page 18, Column 1, second 
paragraph. Kubota further teaches various methods for the removal of tannins and high 
molecular compounds, chlorophyll and caffeine, including contacting the extract 
comprising theanine with an absorbent. 

The teachings of Kubota are set forth above. Kubota teaches the instantly 
claimed invention except for b) contacting the extract comprising theanine with a 
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polyamide absort)ent to obtain a theanine-containing eluate; and c) subjecting the 
theanine-containing eluate to a nanofiltration step to obtain a theanine-rich extract, and 
further concentrating the theanine-rich extract of step c). However, it would have been 
obvious to one of ordinary skill in the art to add the instantly claimed ingredients and 
process steps to the method for isolating theanine from tea leaves taught by Kubota to 
provide the instantly claimed invention because at the time the invention was made 
because at the time the invention was made it was known in the art that polypolyamide 
as an adsorbent was useful in the isolation or separation of theanine, polphenolic 
compounds, tannin catechins, as evidenced by the teachings of Ford and Zhongyu; and 
that nanofiltration of tea extracts comprising theanine and concentration thereof was 
useful process steps In the making of theanine-rich extract, as evidenced by the 
teachings of Ekanayake. At the time the Invention was made, one of ordinary skill in the 
art would have been motivated and one would have had a reasonable expectation of 
success to replace the adsorbents or chemical process steps used in the method of 
isolating theanine taught by Kubota to provide the instantly claimed method because 
Ford taught a method of removing water soluble polyphenollc substances and tannins 
present in aqueous plant extracts, such as tea involved in the formation of some hazes 
and precipitates, comprising adsorbing the polyphenollc substances In the solution onto 
a polyamide adsorbent, wherein the adsorbent could be tailored to allow rather specific 
uptake of phenolic fractions from solutions {see Column 6, lines 42-45); Zhongyu taught 
that while polyamide extract tea polyphenols, "Substances like amino acids (theanine) 
were not adsorbed by PA/Si02 and thus easily separated"; and, Ekanayake taught that 
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subjecting a theanine-containing to a nanofilitration step is very important in the 
enrichment of a theanine-containing eluate treated with an adsorbent because it 
removes high molecular weight materials, such as pectins, proteins, chlorophylls (and 
respective degradation products), therarubigins, theaflavins, oxidation products that 
form complexes with residual ions in the extract, and oxidized polyphenols that may be 
complexed with the theanine contained in the theanine-containing eluate, in Column 7, 
line 65 to Column 8, line 34 and Ekanayake further taught that theanine-rich extracts 
can be further concentrated after subjecting the green tea extract to a nanofilitration 
step, in Column 10, lines 4-17; and, Kubota suggests that while the various disclosed 
adsorbent systems and chemical processes for the isolation of theanine are useful in 
the extraction of amino acids, such as tea leaves or green teas, the disclosed isolation 
methods are not suitable to those of black tea that contain a large quantity of phenolic 
substances which are soluble in hot water but unsoluble in ethyl acetate and roots of tea 
plants which contain a small quantity of phenolic substances and a large quantity of 
water soluble high polymers (see page 21, Column 1, third paragraph). 

Thus, the claim-designated limitations would have been no more than a matter of 
judicious selection to one of ordinary skill in the art or the skilled artisan practicing the 
invention at the time the invention was made to pick and choose the experimental 
parameters for contacting a green tea extract with an polyamide adsorbent material and 
subjecting the theanine-containing eluate to a nanofilitration step to provide a method of 
isolating theanine from a green tea extract because at the time the invention was made 
the prior art taught that such process steps, ingredients and experimental parameters 
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were conventional in metliods in the isolation of a theanine-rich extract obtained from 
green tea. 

As each of the references indicates that the various ingredients, process steps 
and experimental parameters used in the process of producing the claimed extract are 
result variables, they would have been routinely optimized by one of ordinary skill in the 
art in practicing the invention disclosed by each of the references. 

Accordingly, the claimed invention was prima facie obvious to one of ordinary 
skill in the art at the time the invention was made, especially in the absence of evidence 
to the contrary. 

No claims are allowed. 

* Applicant is advised that the cited U.S. patents and patent application 
publications are available for download via the Office's PAIR. As an alternate source, 
all U.S. patents and patent application publications are available on the USPTO web 
site (www.uspto.qov ). from the Office of Public Records, and from commercial sources. 
Should you receive inquiries about the use of the Office's PAIR system, applicants may 
be referred to the Electronic Business Center (EBC) at 
http://www.uspto.aov/ebc/index.html or 1-866-217-9197. 



0 
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Conclusion 

Applicant's amendment necessitated tlie new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michele Flood whose telephone number is 571-272- 
0964. The examiner can normally be reached on 7:00 am - 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terry McKelvey can be reached on 571-272-0775. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomnation for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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